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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
 BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 
__________________________________ 
      ) 
Tristar Products, Inc.    )  
      )  Opposition No. 91219077 
  Opposer,   ) 
      )  Application Serial No.   
  v.    )  86/232781 
      ) 
Telebrands Corp.,    ) 
      )  
  Applicant.   ) 
__________________________________ ) 
     

OPPOSER’S MOTION FOR AN ORDER TO COMPEL DISCOVERY 

 

Pursuant to Rule 37 of the Federal Rules of Civil Procedure, 37 C.F.R. § 2.120(e), and 

TBMP § 523.01 (2015), Opposer Tristar Products, Inc. hereby moves for an order to compel 

Applicant Telebrands Corp. to provide more responsive answers to Opposer’s First Set of 

Interrogatories to Applicant (“Interrogatories”) and to produce documents in response to 

Opposer’s First Request to Applicant for the Production of Documents and Things (“Request for 

Production”).  The grounds for Opposer’s motion are set forth below. 

PROCEDURAL BACKGROUND  

 On April 17, 2015, Opposer served its Interrogatories and Request for Production on 

Applicant.  On May 26, 2015, Applicant served its Responses to Opposer’s Interrogatories and 

Responses to Opposer’s Request for Production (attached as Exhibits A and B, respectively).  In 

response to nearly all of Opposer’s interrogatories and requests for production, Applicant either: 

(1) objected to responding to the discovery request; (2) agreed to produce responsive documents 

but never produced them; or (3) stated that it would produce responsive documents once the 

parties agreed to and the Board entered a “suitable protective order,” despite the fact that the 

Board’s standard protective order automatically governs the exchange of discovery. 
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On August 6, 2015, counsel for Opposer sent counsel for Applicant a letter (attached as 

Exhibit C) identifying the deficiencies in Applicant’s discovery responses, agreeing to enter into 

a protective order, and inviting Applicant to respond by August 21, 2015.  On August 21, 2015, 

counsel for Applicant emailed counsel for Opposer (attached as Exhibit D) asking Opposer to 

draft a protective order and refusing to supplement its discovery responses.  Because Applicant’s 

discovery responses are woefully deficient and its objections without merit, Opposer now moves 

to compel. 

ARGUMENT  

Pursuant to Rule 26(b)(1) of the Federal Rules of Civil Procedure (“Rules”), 37 C.F.R. § 

2.120(a), and TBMP § 402.01 (2015), parties may obtain discovery on any non-privileged matter 

that is relevant to any party’s claim or defense.  Relevant information need not be admissible at 

trial, as long as it appears reasonably calculated to lead to the discovery of admissible evidence.  

37 C.F.R. § 2.120(a); Fed. R. Civ. P. 26(b)(1); TBMP § 402.01 (2015).  Pursuant to Fed. R. Civ. 

P. 33-34, 37 C.F.R. § 2.120(d), and TBMP §§ 405-406 (2015), a party may serve interrogatories 

and requests for production on any other party.  Pursuant to Fed. R. Civ. P. 37(a), 37 C.F.R. § 

2.120(e)(1), and TBMP § 411.02 (2015), a party may move to compel another party to provide 

more complete responses to its interrogatories or requests for production of documents. 

I.  APPLICANT’S OBJECTIONS TO O PPOSER’S INTERROGATORIES ARE 
WITHOUT MERIT.          

Opposer moves to compel Applicant to provide more responsive answers to Interrogatory 

Nos. 1, 2, 3, 4, 13, 16, 18, and 24 on the grounds that the interrogatories seek relevant 

information and Applicant’s answers to those interrogatories are incomplete and its objections 

without merit.  Interrogatory No. 1 seeks the circumstances under which Applicant chose the 

COPPER HANDS mark, the identification of other marks considered and rejected by Applicant 
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and the reasons therefore, and the identity of the person(s) who selected the COPPER HANDS 

mark.  Applicant objected to providing any information other than the name of the individual 

who chose the mark (Bala Iyer).  The circumstances surrounding the decision to choose 

COPPER HANDS over other marks, however, are relevant to Opposer’s claims.  For instance, 

those circumstances may be relevant to whether Applicant was aware of Opposer’s mark, 

whether Applicant intended to deceive customers into thinking that its mark was associated with 

Opposer’s mark, or whether Applicant intended its mark to be descriptive or generic of its 

products. 

Interrogatory No. 2 seeks the results of any trademark search that Applicant performed 

relating to the marks identified in Interrogatory No. 1, as well as the dates of any trademark 

searches and the names of any individuals who ordered or performed the searches or received the 

search results.  Applicant objected to responding to Interrogatory No. 2 on attorney-client 

privilege and work product grounds.  Trademark searches, however, are performed on public, 

government websites, and a public trademark search result printed from a government website is 

neither an attorney-client communication nor contains an attorney’s mental impressions.  

Moreover, the date of the searches and the names of the individuals involved in the searches are 

mere facts; those facts are not covered by any privilege.  E.g., State-Wide Capital v. Superior 

Bank, No. 98 CIV. 0817 (HB), 2000 WL 20705, at *1 (S.D.N.Y. Jan. 12, 2000) (“For example, 

the fact that a conversation occurred is not privileged, the date of a conversation is not 

privileged, and whether she took notes during a conversation is not privileged.”).  Accordingly, 

Applicant cannot refuse to answer Interrogatory No. 2 on attorney-client privilege or work 

product grounds. 
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Interrogatory Nos. 3 and 4 ask whether Applicant received any opinions concerning 

likelihood of confusion and descriptiveness.  If so, the interrogatories seek the names of the 

individuals who rendered the opinions and the contents of the opinions.  Applicant objected to 

providing any answer to these interrogatories on attorney-client privilege and work product 

grounds.  However, whether Applicant received (or did not receive) an opinion on the topics of 

likelihood of confusion or descriptiveness, and the names of any individuals who wrote those 

opinions, are mere facts not covered by any privilege.1 

Interrogatory No. 13 asks Applicant to identify each website that references Applicant’s 

mark.  Applicant objected on the ground that the interrogatory seeks information that is not in its 

possession, custody, or control and Applicant identified a single website, 

www.copperhands.com, which presumably is Applicant’s own website.  If Applicant is aware 

that any other website contains its mark, it cannot object to providing the address of that website 

merely because it is not the owner of the website.  Accordingly, the Board should require 

Applicant to supplement its answer to Interrogatory No. 13 to either identify the names of any 

other website that displays its mark, or state that it does not know of any other website that 

displays its mark. 

Applicant agreed to produce documents in response to Interrogatory No. 16.  Applicant, 

however, has not produced these documents, despite having had nearly five months to do so.  

Accordingly, the Board should compel Applicant to produce these documents within seven days 

of its decision on this motion to compel. 

Interrogatory No. 18 seeks a description of documents and communications that 

Applicant received regarding its mark.  Applicant objected to providing any information on the 

                                                  
1 The contents of an opinion received by Applicant potentially could be protected by a privilege.  Without 

more information, however, it is impossible to analyze the merits of Applicant’s privilege claim, because Applicant 
has not disclosed whether it received any opinion, and if so, whether that opinion was provided by an attorney. 
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ground that the interrogatory was overbroad and unduly burdensome.  Applicant, however, has 

not set forth any facts in support of its claim that it would be unduly burdensome for Applicant to 

describe some or all of these documents.  Given that Applicant has the burden of supporting its 

objections, and given Applicant’s failure to do so with regard to Interrogatory No. 18, the Board 

should compel Applicant to respond.  E.g., Convertino v. U.S. Dep’t of Justice, 565 F. Supp. 2d 

10, 14 (D.D.C. 2008) (noting that the court “only entertains an unduly burdensome objection 

when the responding party demonstrates how [discovery of] the document is ‘overly broad, 

burdensome, or oppressive, by submitting affidavits or offering evidence which reveals the 

nature of the burden.’” (citations omitted)). 

Interrogatory No. 24 seeks the names of any individuals with knowledge of market 

research that Applicant conducted relating to its mark, as well as a description of the “extent” of 

each individual’s knowledge.  Applicant responded that Mr. Iyer had knowledge of Applicant’s 

market research.  Applicant objected to providing further information on the ground that the 

interrogatory was vague and “incomprehensible,” claiming that it did not understand the 

meaning of the “extent” of each individual’s knowledge.  Applicant’s objection is without merit, 

as the interrogatory plainly seeks a description of what Mr. Iyer knows about Applicant’s market 

research (i.e., the extent of Mr. Iyer’s knowledge as to Applicant’s market research).  

Accordingly, Applicant should be compelled to supplement its answer to Interrogatory No. 24. 

II.  APPLICANT’S OBJECTIONS TO  OPPOSER’S REQUESTS FOR 
PRODUCTION ARE WITHOUT MERIT.     

Opposer moves to compel Applicant to produce documents in response to Request Nos. 

9, 10, 11, 14, 15, and 16 on the ground that the requests seek relevant documents and Applicant’s 

objections are meritless.  As an initial matter, Applicant agreed to produce documents in 
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response to Request No. 9, but to date has not produced any documents.  Accordingly, the Board 

should order Applicant to produce these documents within seven days. 

Request No. 10 seeks documents “relating to advertising, marketing materials, mock-ups 

and the like relating to any promotional material for Applicant’s Goods.”  Applicant objected to 

this Request on the grounds that it is vague and ambiguous with regard to the meaning of “and 

the like relating to any promotional material for Applicant’s Goods.”  That phrase is not 

ambiguous and clearly is a request for other documents “like” (i.e., similar to) the advertising, 

marketing materials, and mock-ups that were also requested.  Applicant also objected to the 

request on the ground that the documents are in Opposer’s possession, custody, or control or can 

be independently obtained by Opposer.  This objection is without merit.  While Opposer may be 

able to find some of Applicant’s promotional and advertising materials, it has no way of knowing 

whether it has all of Applicant’s materials unless Applicant produces them.  Moreover, Rule 

34(a)(1) and TBMP § 406.02 (2015) require that the recipient of a discovery request produce all 

documents in its “possession, custody, or control.”  The Rules do not allow a party to refuse to 

produce documents on the ground that the opposing party may be able to obtain those documents 

through independent means.  See Fed. R. Civ. P. 34(a)(1); TBMP § 406.02 (2015). 

  Request No. 11 seeks all documents concerning meetings at which Opposer or 

Opposer’s marks were discussed.  Applicant objected on irrelevancy grounds.  On the contrary, 

documents memorializing or discussing meetings about Opposer’s mark may reveal Applicant’s 

impressions as to Opposer’s mark, whether Applicant thought that Opposer’s mark might affect 

Applicant’s trademark application for the COPPER HANDS mark, whether Applicant believes 

that its mark is similar to Opposer’s mark, et cetera—all of which relate to the central issues in 

this case.  Applicant also objected to Request No. 11 on the ground that Opposer has possession, 



7 

 

custody, or control of these documents.  This objection implausibly presumes that Opposer was 

present at every single meeting at which Applicant ever discussed Opposer’s mark and is in 

possession of every single document that mentions any meeting about Opposer’s mark. 

Request No. 14 seeks documents relating to the types of customers with whom Applicant 

does business or intends to do business in connection with the COPPER HANDS mark, as well 

as Applicant’s past, present, and future marketing plans with respect to the mark.  Applicant 

objected to Request No. 14 on the grounds that the requested documents are in Opposer’s 

possession, custody, or control or can be obtained by Opposer.  This objection inexplicably and 

incorrectly assumes that Opposer is in possession of Applicant’s past, present, and future 

marketing plans and knows the names of all of Applicant’s actual and prospective customers, 

and, in any event, is an invalid objection under Rule 34.  See Fed. R. Civ. P. 34(a)(1); TBMP § 

406.02 (2015).  Applicant also objected to Request No. 14 on the ground that the documents are 

irrelevant, despite the fact that the issue of whether Applicant and Opposer share the same actual 

or potential customers or operate (or intend to operate) in the same industry clearly sheds light on 

whether Applicant’s mark is likely to cause confusion. 

Request No. 15 seeks correspondence between Applicant and its actual or prospective 

advertisers relating to Applicant’s goods.  In response, Applicant asserted an irrelevancy 

objection.  Request No. 15, however, is relevant because the manner in which Applicant 

advertises or intends to advertise its products containing the mark, as well as the market in which 

Applicant advertises or intends to advertise such products, relates to whether Applicant’s mark is 

likely to cause confusion. 

Finally, Request No. 16 seeks contracts relating to Applicant’s goods.  Applicant refused 

to produce documents on irrelevancy grounds.  The contracts, however, which presumably 
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disclose Applicant’s customers, advertisers, and/or the types and price points of Applicant’s 

products, will shed light on whether Applicant advertises and sells to the same customers as 

Opposer and whether Applicant’s mark is likely to cause confusion. 

III.  APPLICANT SHOULD EITHER PROPOSE A “SUITABLE” PROTECTIVE 
ORDER OR PRODUCE THE DOCUMENTS IT IS WITHHOLDING.  

Although Applicant has agreed in theory to produce documents responsive to 

Interrogatory Nos. 7-12, 14-15, 19, and 22 and Request Nos. 1-8, 12-13, and 17, Applicant has 

refused to produce such documents until the parties agree to and the Board enters a “suitable 

protective order.”  Pursuant to 37 C.F.R. § 2.116, however, the Board’s standard protective order 

automatically applies to discovery unless the parties propose and the Board enters an alternate 

protective order.  37 C.F.R. § 2.116(g); see also TBMP § 412.01 (2015). 

Although Applicant refuses to produce documents in the absence of a “suitable protective 

order,” it did not submit a proposed protective order with its discovery responses or otherwise 

indicate the nature of the protective order it seeks.  Nevertheless, Opposer agreed to enter into a 

protective order in its August 6, 2015 letter to Applicant (Exhibit C).  Despite the fact that 

Applicant is the party that desires a protective order other than the standard protective order that 

automatically governs this case, Applicant responded to Opposer’s letter by asking Opposer to 

draft a protective order (Exhibit D). 

Applicant’s failure to take action on its own demand for a protective order is 

inexplicable.  Applicant, as the party seeking an alternate protective order, should either propose 

a “suitable protective order” or produce its documents pursuant to the Board’s standard 

protective order.2  Accordingly, Applicant requests that the Board order Applicant to either 

                                                  
2 Opposer reserves its right to file a motion to compel further responses to Interrogatory Nos. 7-12, 14-15, 

19, and 22 and Request Nos. 1-8, 12-13, and 17 after it receives Applicant’s withheld production, in the event that 
the documents constitute insufficient responses to those discovery requests. 
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propose a protective order or produce the withheld documents within seven days of the Board’s 

decision on this motion to compel. 

IV.  APPLICANT FAILED TO ANSWER OPPOSER’S INTERROGATORIES 
UNDER OATH.          

Pursuant to Rule 33 of the Federal Rules of Civil Procedure, the party responding to a set 

of interrogatories must answer each interrogatory under oath.  Fed. R. Civ. P. 33(b)(3) (“Each 

interrogatory must, to the extent it is not objected to, be answered separately and fully in writing 

under oath.”); see also TBMP § 405.04(c) (2015).  Applicant, however, failed to sign and verify 

its answers to Opposer’s Interrogatories.  Accordingly, the Board should order Applicant to 

provide new answers to interrogatories that are verified under oath. 

CONCLUSION 

For the foregoing reasons, Opposer Tristar Products, Inc. respectfully requests that the 

Board issue an order to compel Applicant Telebrands Corp. to provide more responsive answers 

to Opposer’s First Set of Interrogatories and to produce documents in response to Opposer’s First 

Request for the Production of Documents and Things. 

Certification Pursuant to Fed. R. Civ. P. 37(a)(1), 37 C.F.R. § 2.120(e)(1), 
and TBMP § 523.02 (2015) 

Counsel for Opposer certifies that it has made a good faith effort, by conference or 

correspondence, to resolve with counsel for Applicant the issues presented in the motion, but the 

parties were unable to resolve their differences. 
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Opposer, 
TRISTAR PRODUCTS, INC. 

      By its attorneys, 
 

       

Date: September 26, 2015    /Daniel J. Holmander/   
      Daniel J. Holmander 
      Cheryl A. Clarkin 

Adler Pollock & Sheehan P.C. 
One Citizens Plaza, 8th Floor 
Providence, RI 02903 
Tel: (401) 274-7200 
Fax: (401) 751-0604 
Email:  dholmander@apslaw.com 
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CERTIFICATE OF SERVICE 
 

This will hereby certify that a copy of the foregoing OPPOSER’S MOTION FOR AN 

ORDER TO COMPEL DISCOVERY has been served on counsel for the Applicant: Peter D. 
Murray, Esq., Cooper & Dunham, 30 Rockefeller Plaza, Floor 20, New York, NY 10112, by 
FIRST CLASS MAIL, postage pre-paid, on this 26th day of September, 2015.  

 
        

        /Daniel J. Holmander/ 
       Attorney for Opposer 
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